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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to conamunication{s) filed on 07 September 2004 , 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-30 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)C\ None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

(1 ) Applicant's amendments of claims 2, 5, 9, 13, 18 and 21 with respect to 
the rejection under 35 U.S.C § 112, second paragraph, have been fully considered. The 
rejection of claims 2, 5, 9, 13, 18 and 21 has been withdrawn. 

(2) Applicant's arguments with respect to the rejection of claims 25-30 under 
35 U.S.C § 1 12, second paragraph, have been fully considered and are persuasive. 
The rejection of claims 25-30 has been withdrawn. 

(3) Applicant's arguments with respect to the rejection of claims 1 , 9 and 17 
under 35 U.S.C § 103 have been fully considered but they are not persuasive. 



As argued by applicant at page 1 1 : 

However, it is respectfully submitted that the e-book (Corley, et al: The Legal and 
Regulatory Environment of Business, IFh Edition, hereinafter "Corley") to which the 
Examiner refers in the McGraw reference is an e-bock that already exists in the McGraw 
system at the time a user clicks the ''Add" button on the screen shown at the top of page 5 of 
the Office Action, j// is respectfull y submitted that McGraw neither teaches n or su^^ests thai, 
the "Add" feature s ad ds anJde ntifier o f user-provid ed content, as required by clainflj 
^Rather, the selecti on o f a chapter or section b y cUcJdngthe "Add" button in McGraw appears 



only t o add to an e - book content alrea dy existing in the McGraw s ystem.] There is no teaching 



or suggestion that it would result in the addition of the chapter or selection to Corley, since 
the respective chapter or section currently exists in the e-book Corley. 
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Examiner respectfully traverses because of the following reasons: 
As recited in claims 1 , 9 and 17: 

adding the identifier of the user-provided content to the list. 
As seen at screenshot II and III below: 



^Piimit Political Science -- Online Texts - MictotoU tnleinel Expio 



^at!^(€] http:/Aww. ntfiheLConiypittTW 9-1 . htrii 

i™"^^*"^'' - - -.-.---^ • -■ ^ 



fAustom 



Tqgj^ther can^ cre|te^ better e4^c^tiqR|li tc^alv. 



Primis Online 




Browse/Select Review Cover Finished 



Political Science 



Patterson : 

We The People, Third Edition 



To Indude^a 
View link: he) 
-To revieW-thi 
bar «bove. 



Choose a print book or an eBook 
View and add material 



Front Matter 

t pp. • New! Preface 
iricari Heritage 
t.iStewl Text 




New! Reading 1: The Shape of the American Ideology, Everett 
aHlLadd 

SEutlonal Democracy 

add Vi^y 31 pp. • New! Text 

Add vjflff 4 pp. • Newl Reading 2: THe ryiischiefs of Faction, James, Madison 

3. Federalism 

Arid Viftff 28 pp: • Newt Text 



Screenshot II 



Application/Control Number; 09/488.976 
Art Unit: 2162 



Page 4 



| feijei i j « i i iij.mju. i j 



mm 



^ m 




Biowse/SclecilReviev/. Cover Fiiiishud 



i 



Review selected items 
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reorder content if necessary 
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Screenshot III 



By selecting the add button at screenshot II, four pages of Reading 2 : the 
Mischiefs of Faction, James Madison 3S user-provided content, wWlch \s 
identified by its i^fewftyier: -Reading 2: the Mischiefs of Faction, James 
Madi son, and this identifier of these four pages as user-provided content is added to the 
list as shown at screenshot IN. 

Similar to screenshot II, the page of Corley, et al.: The Legal and 
Regulatory Environment of Business, 11^^ Edition includes a plurality of 

chapters such as chapter 1, chapter 2... The content of a chapter are 

sections such as Neiv/ Business Decision: Calling All Smoker, New! 
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What is Law... The content of each section is the texts content. A section under 
a chapter, or the text of a section is an example of the content that will be 
provided by user in order to compile a user own book by using the Add button. 
When a user activate the Add button to add the content of a section into his/her 
own book, the content of a section will be assigned an identifier that is the 
section name, and the content of the chapter will be assigned an identifier that is 
the chapter name. Referring back to the page of coriey, et ai . ; The Legal 

and Regulatory Environment of Business, 11^^ Edition, one page of text 
New! Business Decision: Calling All Smokers BS user-provided content is 

received by the server when activating the Add button, section name New! 

Business Decision: Calling All Smokers 3S an identifier is assigned tO one 

page of text. The screenshot II above also illustrates the content that is provided 
by a user to compile his/her own book by using the Add button. The screenshot 
III illustrates a table of content or list of a user own book. The list is added with the 
identifier of the user-provided content by using the Add button of the SCreenshot II. 
The user can view four pages of Reading 2: the Mischiefs of Faction, 

James Madison BS user-provided content by activating the View button, and 

Reading 2: the Mischiefs of Faction, James Madison BS an identifier is 

assigned to four pages of text. 



• As argued by applicant at page 1 1 with respect to claims 4, 12 and 20: 
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Accordingly, it is respectfully submitted that claims 1, 9 and 1 7 and their dependent claims 
are not rendered unpatentable by McGraw. Since claims 4, 12 and 20 recite similar elements, 
claims 4, 12 and 20 and their dependent claims should be deemed patentable for the same 
reasons. 

Examiner respectfully traverses because claims 4, 12 and 20 recite similar 
elements with claims 1, 9 and 17. Therefore, claims 4, 12 and 20 are 
unpatentable for the reasons as discussed above. 

• As argued by applicant at page 1 1 with respect to claims 2, 3, 5, 8, 10, 1 1 , 

13, 16. 18, 19,21 and 24: 

Claims 2-3, 5, 8, 10-11, 13, 16, 18-19, 21 and 24 should be deemed patentable by virtue of 
their dependency to independent claims 1, 4, 9, 12, 1 7 and 20 for the reasons set forth above. 

Examiner respectfully traverses because dependent claims 2, 3, 5, 8, 10, 1 1 , 13, 
16, 18, 19, 21 and 24, each depends either directly or indirectly from independent 
claims 1, 4, 9, 12. 17 and 20. Therefore claims 2, 3. 5. 8, 10, 11. 13, 16. 18, 19. 
21 and 24 are unpatentable for the reasons as discussed above. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 4, 6-7, 9, 12, 14-15, 17, 20, 22-23 and 25-30 are rejected under 35 
U.S.C. 103(a) as being unpatentable over The McGraw-Hill Companies (McGraw- 
Hill) [Build a Book Online, 

http://web,archive.org/web/1 998051 3002459/http://mhhe.com/primis/ and 
http://www.mlihe.com/primis/catalog/pcatalog/primisweb.ppt1 . 

Regarding to claims 1 , 9 and 17, McGraw-Hill teaches a method and system for 
building an e-book as a content object stored as a plurality of content entities. As shown at 
screenshot III, the e-book as content object is defined by a list of chapters and sections as 

content entity identifiers. 
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/P«r«r»t/Item 

terson: We The People^ Third Edition 

?. <y:>nsptutionat Democracy, 

Reading 2: The Mischiefs of Faction^, James Madison fVtewV 
5. Bconomic^and Snyirionnrtenta/ Po/icy 
Reading IS: Long-Term Goals for the Economy^ Alice M. Rivlin 

~l O. The News Medie 

Reading 10; The Miscast Institution, Thomas E. Patterson .( Vievy j 
Shively: Comparative Governance 
Theorethai Moctufes 

The. Setting of Power: The. State iview ) 



0,43 
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US$ digital Us t Price: 2.73 251 



Screenshot III 

The screenshot II includes a plurality of chapters such as The American 
Heri tage, Const! tutionai Democracy. . . The content of a Chapter are sections such 

3S New! Reading 2: The Mischiefs of Faction, James Madison ... The Content 

of each section is the texts content indicated by the number of pages of text. A section 
under a chapter, or the text of a section is an example of the content that will be 
provided by user in order to compile a user own book by using the Add button 
(Screenshot III, and What is Primis Database Publishing in Build a Book Online, 
http://web.archive.Org/web/19980513002459/http://mhhe.com/primis/ ). When a user 
activate the Add button to add the content of a section into his/her own book, the 
content of a section will be assigned an identifier that is the section name, and the 
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content of the chapter will be assigned an identifier that is the chapter name. Referring 

back to the SCreenshot II, four pages of text of Nev/ Reading 2: The Mischiefs of 
Faction, James Madison as user-provided content is received by the server when 
activating the Add button, section name New^/ Reading 2: The Mischiefs of 
Faction, James Madison BS an identifier is assigned to four pages of the text. 

The screenshot III illustrates a table of content or list of a user own book. The list 

is added \N\\h New ! Reading 2: The Mischiefs of Faction, James Madison BS the 
identifier of the four pages of text as user-provided content using the Add button of the 
screenshot III. The user can view four pages of i?eading 2: the Mischiefs of 
Faction, James Madison BS user-provided content by activating the View button. 

McGraw-Hill does not explicitly teach the step of storing the user-provided content 
and its Identifier in the data repository. However, as in the Presentation Presenting How To 
Use Primis Online (Screenshot IV), a user could download the e-book as one way to 
purchase the book. In order to download the e-book, obviously, the e-book that contains 

the user-provided content and its identifier has to be Stored in a data repository at the server 

site. 
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Screenshot IV 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the McGraw-Hill method by storing the e-book in 
a data repository in order to build and download a customized e-book. 

Regarding to claims 4, 12 and 20, McGraw-Hill teaches a method and system for 
building an e-book as a content object stored as a plurality of content entities. As shown at the 
screenshot III, the e-book as content object is defined by a list of chapters and sections as a 
hierarchical outline of containers and content entity identifiers. 
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Screenshot I 
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Screenshot III 

The screenshot II includes a plurality of chapters such as The American Heritage, 

Constitutional Democracy.,, The content of a Chapter are sections such as New! 
Reading 2: The Mischiefs of Faction, James Madison ... The content of each 

section is the texts content indicated by the number of pages of text. A section under a 
chapter, or the text of a section is an example of the content that will be provided by 
user in order to compile a user own book by using the Add button (Screenshot III, and 
What is Primis Database Publishing in Build a Book Online, 

http://web.archive.Org/web/19980513002459/http://mhhe.com/primis/ ). When a user 
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activate the Add button to add the content of a section into his/her own book, the 
content of a section will be assigned an identifier that is the section name, and the 
content of the chapter will be assigned an identifier that is the chapter name. Referring 

back to the SCreenshot II, four pages of text of New! Reading 2 : The Mischiefs of 
Faction, James Madison BS user-provided content is received by the server when 
activating the Add button, section name Nel^^.' Reading 2: The Mischiefs of 
Faction, James Madison 3S an identifier is assigned to four pages of the text. 
The screenshot III illustrates a table of content or hierarchical outline of a user own book. 

The outline is added W\{h New ! Reading 2: The Mischiefs of Faction, James 
Madison as the identifier of four pages of text as the user-provided content using the Add 
button of the screenshot II. The user can view four pages of Reading 2: the 
Mischiefs of Faction, James Madison BS user-provided content by BC\\\/Bt\ng the 
View button. 

McGraw-Hill does not explicitly teach the step storing the user-provided content 
and its \deni\f\er in the data repository. However, as in the Presentation Presenting How To 
Use Primis Online (Screenshot IV), a user could download the e-book as one way to 
purchase the book. In order to download the e-book, obviously, the e-book that contains 
the user-provided content and its identifier has to be Stored in a data repository at the server 
site. 
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Screenshot IV 

Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the McGraw-Hill method by storing the e-book in 
a data repository in order to build and download a customized e-book. 

Regarding to claims 6, 14 and 22, McGraw-Hill teaches all the claimed subject 
matters as discussed in claims 4, 12 and 20, McGraw-Hill further discloses the user- 
provided content comprises a content entity {McGravj-Hi\\ Primis Custom Publishing). 
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Regarding to claims 7, 15 and 23, IVIcGraw-Hill teaches all the claimed subject 
matters as discussed in claims 4, 12 and 20, McGraw-Hill further discloses the user- 
provided content comprises a container (McGraw-Hill Primis Custom Publishing). 




Introduction to Law 





Regarding to claims 25-30, McGraw-Hill teaches all the claimed subject matters 
as discussed in claims 1, 24, 9, 12, 17 and 20 McGraw-Hill further discloses the received 
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user-provided content is not of the content object and wherein the plurality of content entities define 
the content object as a compilation of related content (McGraw-Hill Primis Custom Publishing). 




Claims 2-3, 5, 8, 10-11, 13, 16, 18-19, 21 and 24 are rejected under 35 U.S.C. 
103(a) as being unpatentable over The McGraw-Hill Companies (McGraw-Hill) 
[Build a Book Online, 

http://web-archive-org/web/1 998051 3002459/http://mhhe.com/primis/ and 
http://www.mhhe.com/primis/catalog/pcatalog/primisweb,ppt1 in view of Rowe 
[USP 6,073,148], 



Regarding to claims 2, 5, 10, 13, 18 and 21, McGraw-Hill teaches all the claimed 
subject matters as discussed in claims 1, 4, 9, 12, 17 and 20, but does not explicitly 
discloses the step of receiving a user-provided location for inserting the identifier of the user- 
provided content into the content object, and inserting the identifier into the list at that location. Rowe 
teaches a method for creating an optimized PDF file, by creating a list of objects and 
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shared objects to organize the objects and place the objects in the optimized file in the 
same order (Rowe, Col. 10, Line58-CoL 11, Line 13). It would have been obvious for 
one of ordinary skill in the art at the time the invention was made to modify the McGraw- 
Hill method by including the technique of organizing the object in the list in order to build 
a customized e-book. 

Regarding to claims 3, 8, 11 , 16, 19 and 24, McGraw-Hill and Rowe teaches all 
the claimed subject matters as discussed in claims 2, 5, 10, 13, 18 and 21, Rowe further 
discloses the step of providing a user interface communicating with the data repository, and 
providing mechanisms for receiving the user-provided content and specification of a desired location 
through the user interface (Rowe, Col. 1 0, Line58-Col. 1 1 , Line 1 3). 
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Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUNG Q PHAM whose telephone number is 571-272- 
4040. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOHN E BREENE can be reached on 571-272-4107. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Examiner Hung Pham 
January 7, 2005 
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